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DETAILED ACTION 

The following is second non-final office action in application # 10/594,231 . This 
application has been reassigned to examiner Valenrod whose contact information is 
provided at the end of the instant document. 

Amendments to claims filed 1 1/12/08 are acknowledged. 

All rejections of record are withdrawn in view of applicants' remarks. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 
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Claims 1-3, 6-11 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Holtdchmidt (US 2,821 ,544). 

Scope of prior art 

Holtdchmidt teaches preparation of acrylic ester isocyanate via reaction of 
chloropropionyloxyehtyl isocyanate with 10% excess of quinoline. Following the 
reaction the product is distilled off and is subject to a second distillation to produce the 
pure product (column 3, Example 1 , lines 21-35). Holtdchmidt teaches that relatively 
weak bases such as for example quinoline or dialkyl anilines are suitable for the 
reaction (column 2, lines 25-26). Holtdchmidt also teaches that preferred temperature is 
between 100 and 200°C (column 2, lines 26-27). 

Ascertaining the difference between prior art and instant claims 

Prior art differs from the instant claims in that 

1 ) Only quinoline is exemplified as a tertiary amine base. 

2) The temperature in Example 1 of Holtdchmidt is 160 °C which falls outside of the 
instantly claimed temperature range. 

3) Prior art does not disclose the relative boiling points of the base and the product. 

Obviousness 

1 ) Using amines other than quinoline 

One skilled in the arts would find it obvious to utilize an amine other than quinoline for 
the process disclosed by Holtdchmidt. Holtdchmidt specifically teaches that relatively 
weak bases are suitable for the reaction process and lists dialkyl aniline. Dialkyl aniline 
is a tertiary nitrogen base with at least one group other than aromatic ring group. 
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Dialkyl aniline therefore meets the structural limitations directed to the base in instant 
claims 1, 2, and 6-11. 

One skilled in the arts would find it obvious to use a weak base other than dialkyl aniline 
in the invention of Holtdchmidt. Trialkyl amine is a relatively weak base (it considerably 
weaker than for example t-butoxide) and is therefore within the scope of the invention 
described by Holtdchmidt. There is sufficient expectation of success in using a trialkyl 
base because such bases has been envisioned by Holtdchmidt as being suitable for the 
invention. 

2) Varying temperature of reaction 

One skilled in the arts would find it obvious to vary the temperature of the process in 
example 1 of Holtdchmidt. Since Holtdchmidt describes a 100-200°C range as being 
suitable for the process one would find it obvious to practice the invention, with 
expectation of success, within that disclosed range. 

3) Relative boiling points of product and the base are inherent. 

Boiling point of dimethyl aniline is 1 94 °C which is lower that boiling point of 
acryloyloxyethyl isocyanate (200 °C, see instant specification, page 22, lines 10-11). 
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Claims 4 and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Holtdchmidt as applied to claim 1 above, and further in view of Danielmeier et al. (US 
6,222,066). 

Difference between instant claims and prior art 
Claims 4 and 5 differ from Holtdchmidt in that claims 4 and 5 require an ion- 
exchange resin having tertiary amine as a base for the process while Holtdchmidt 
teaches non-ion-exchange bases. 

Secondary reference 
Danielmeier et al teach ion-exchange resin having tertiary amine in a process for 
decreasing chlorine content of organic isocyanates. 

Obviousness 

The advantages of using ion-exchange resins are well known to those skilled in 
the arts. One advantage is that the reactive moiety that is attached to the resin can 
simply be filtered off at the end of the reaction thereby simplifying the purification 
procedure. One skilled in the arts would have found it obvious to utilize ion-exchange 
resin with tertiary amine functionality to perform a function that a tertiary amine performs 
in a non-resin process. Danielmeier utilizes an ion-exchange resin instead of a free 
base for purification of isocyanates and the disclosed advantage is the ease with which 
the resin can be separated. One skilled in the arts would therefore be motivated to 
utilize ion-exchange resin in other methods, such the one disclosed by Holtdchmidt. 
The expected result is that the process will function in a manner similar to the disclosed 
process with an additional advantage of simple removal of the amine from the reaction 
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mixture. Substituting an amine for a resin-linked amine is therefore obvious absent 
unexpected results. 



Conclusion 

Claims 1-11 are pending 
Claims 1-11 are rejected 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Yevgeny Valenrod whose telephone number is 571-272- 
9049. The examiner can normally be reached on 8:30am-5:00pm M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Daniel Sullivan can be reached on 571-272-0779. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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